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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



OFFICE ACTION SUMMARY 



Responsive to communication (s) filed on ^ ^ 

ft 



This action is FINAL. 

D Since this application is in condition for allowance except for forma) matters, prosecution as to the merits Is closed in 
accordance with the practice under Br parte Quayte, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire C*3 ,) month (s), or thirty days, 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims 

Ciaim(s) / ~~o2~/ . ■ - is/are pending in the application. 

/ Of the above, dairn(s) . - > . is/are withdrawn from consideration. 

□ Claim(s) ; is/are allowed. 

(2L Qaimfs) /— ■_ is/are rejected. 

□ Claim(s) ; ' is/are objected to. 

□ Claim(s) are subject to restriction or election requirement. 

Application Papers 

[8^ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

[] The drawing(s) filed on is/are objected to by the Examiner. 

PI The proposed drawing correction, filed on is Q] approved Q disapproved. 

Q The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

]jp Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) -(d). 

gf All □ Some* D None of the CERTIFIED copies of me priority documents have been 
received. 

□ received in Application No. (Series Code/Serial Number) . 



Q received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 
•Certified copies not received: 



Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachmerrt(s) 

O Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1 449, Paper No(s). 

□ Interview Summary, PTO-413 

jSQ Notice of Draftperson's Patent Drawing Review. PTO-948 

□ Notice of Informal Patent Application, PTO- 1 52 

-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 

PTOL-326 <H»v. 9,96) * U.S. QPO: 1 990-404-4 M/4051 T . 
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Claim Rejections - 35 USC§112 
Claims rejected under 35 U.S.C. § 1 12, second paragraph, are hereby withdrawn in view 
of the Amendment filed 10/10/96. 

Claim Rejections - 35 USC § 102 

Claims 1-5 and 13-15 are rejected under 35 U.S.C. § 102(b) as being anticipated by 

Goodboy (U.S. 4,364,858). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Applicants claim a catalyst comprising an active alumina and an effective amount of 
sodium in the range of from 1,200 to 2,700 ppm. 

The reference to Goodboy teaches a Claus catalyst containing an active alumina and 
sodium oxide in an amount greater than 0.1 wt% of the catalyst, preferably between 0.1 and 2.5 
wt% (col. 3, lines 54-59). The catalyst may also be used as a catalyst base to which additive 
compounds such as molybdenum, cobalt, nickel, calcium and others known to those skilled in the 
art may be added to enhance the specific properties of the catalyst (col. 6, lines 62-68). 
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Claim Rejections - 35 USC § 103 

Claims 1-21 are rejected under 35 U.S.C. § 103 as being unpatentable over Goodboy 

(U.S. 4,364,858) and Dupin et al. (U.S. 5,244,648) or Carithers (U.S. 3,856,708). 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. § 103, the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 C.F.R. § 1.56 to point 
out the inventor and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

The following is a quotation of 35 U.S.C. § 103 which forms the basis for all obviousness 
rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under 
subsection (f) or (g) of section 102 of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention were, at the time the invention 
was made, owned by the same person or subject to an obligation of assignment to the 
same person. 

The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are 
applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness or 
unobviousness. 

The teachings of Goodboy are discussed above. 

The differences between Goodboy and the claimed invention are that Goodboy does not 
teach any of the materials listed in claim 6 such as cellulose and size of the beads. 

The reference to Dupin et al. teach active alumina agglomerates comprising sodium (col. 
3, lines 18-49), cellulose (col. 3 .lines 55-61), alkaline earth metal salts (col. 4, lines 42-64) and 
silica (col. 8, lines 39-42). Agglomeration of the catalyst is carried out known manners such as 
peptizing, extrusion, and shaping into beads (col. 3, lines 50-54). The alumina agglomerates 
have variety of applications such as catalysts or catalyst supports (col. 8, lines 37-39 and col. 8, 
line 64 thru col. 9, line 8). Depending upon the use of the alumina agglomerates, various pore 
sizes may be produced ranging in sizes less than 100 angstrom to greater than 10,000 angstrom 
(col. 8, lines 54-63). 

Carithers teaches an activated alumina catalyst support having a macroporous structure 
with a total pore volume of at least about 0.7 ml/g, wherein a major portion of the total pore 
volume from pores larger than 700 angstrom is contributed by pores which are larger than 3,000 
angstrom (col. 2, lines 45-67). The activated alumina is mixed with a filler material such as 
cellulose to facilitate formation of desirable macropores (col. 3, lines 47-67). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to have 
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modified the process of Goodboy and add cellulose as taught by Dupin et al. and Carithers 
because cellulose is a known pore forming agent and desired pore sizes may be obtained. 

Response to Arguments 
Applicants' arguments filed 10/10/96 have been fully considered but they are not 
persuasive. 

Applicants argue that Goodboy "fails to disclose any examples falling within the claimed 
range for the Nap content" and, therefore, "Goodboy fails to anticipate the claimed invention". 
The Examiner respectfully disagrees. First, the teachings of Goodboy are not limited to 
examples. Second, Goodboy teaches "an activated alumina catalyst in which sodium oxide is 
present in excess of 0.1 wt.% (1,000 ppm) of the catalyst, preferably between 0.1 and 2.5 wt.% 
(1,000 and 25,000 ppm)," (see col. 3, lines 54-58) which encompasses the claimed range of 1,200 
to 2,700 ppm. Thus, Goodboy anticipates the claimed activated alumina catalyst having from 
1,200 to 2,700 ppm NajO. 

Applicants argue that "the figure of Applicants' specification shows that the claimed 
NajO content provides new and unexpected results with respect to CS 2 conversion". The 
argument is found unpersuasive because there is no showing that the catalyst of Goodboy is less 
effective in comparison to the instantly claimed catalyst with respect to CS 2 conversion. 

The Examiner notes that the newly added claims 16-21 recite the limitation wherein the 
catalyst has a specific surface of up to about 360 m 2 /g. The reference to Goodboy teaches a 
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catalyst having a surface area greater than 300 m 2 /g (col. 3, lines 65-68) which encompasses the 
claimed surface area. Thus, the subject matter as a whole would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have selected the 
overlapping portion of the range disclosed by the reference because overlapping ranges have 
been held to be a prima facie case of obviousness, see In re Malagari . 182 USPQ 549 (CCPA 
1974). 

In view of the foregoing, the claims have failed to patentably distinguish over the applied 

art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for response to this final action is set to expire THREE 
MONTHS from the date of this action. In the event a first response is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event will 
the statutory period for response expire later than SIX MONTHS from the date of this final 
action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to In Suk Bullock whose telephone number is (703) 308-3795. The examiner can 
normally be reached on Monday through Friday from 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. 
Glenn Caldarola, can be reached on (703) 305-61 18. The fax phone number for this Group is 
(703) 305-3599. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the Group receptionist whose telephone number is (703) 308-0661. 



LB. 

December 16, 1996 




GLENN A. CALDABOLA 
PRIMARY EXAMINER 
GROUP 1100 



